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REMARKS 

Applicants wish to thank the Examiner for careful consideration of this application 
and continued patience in its prosecution. Claims 1-6 and 8-12 are pending in the 
application, and independent Claims 1 and 10 have been amended to further clarify the 
claimed steps. Support for ail amendments can be found in the specification as 
originally filed. In particular, support for "up to 50 mole %" can be found on page 6, 
lines 22-29 and support for low shear viscosity can be found on page 16, lines 3-6 of the 
specification as originally filed. Accordingly, no new matter has been added. 

Rejections under 35 U.S.C. 1 12 

Claims 1-6 and 8-12 stand rejected under 35 U.S.C. 112, second paragraph as 
being indefinite for failing to particularly point out what is regarded as the invention. The 
Examiner alleges that it is unclear at what shear rate the shear viscosities of the 
pending claims are determined. Applicants have amended independent Claims 1 and 
10 to recite "low shear viscosity" thereby attending to the Examiner's rejection. 
Accordingly, withdrawal of the Examiner's rejection is respectfully requested. 

Claims 1-6 and 8-12 stand rejected under 35 U.S.C. 112, first paragraph as 
failing to comply with the written description requirement. The Examiner alleges that the 
claimed shear viscosity range lacks support in the specification as originally filed. 
Applicants respectfully disagree. 

First and foremost, applicants believe that no amendment to the claimed range is 
necessary. However, in the interest of advancing prosecution, independent Claims 1 
and 10 have been amended to recite a shear viscosity range of "from 5800 mPas to 
28000 mPa-s B to more precisely reflect the data provided in Table 3 of the specification 
as originally filed. 

Furthermore, the Federal Circuit has consistently held that "The adequate written 
description requirement, which is distinct from the enablement and best mode 
requirements, serves to ensure that th e inventor had possession, as of the filing date of 
the application relied on, of the specific subject matter later claimed by him; how the 
specification accomplishes this is nnt malarial ' ■ i n re Altonf 76 p.3d 1168, 1172 
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(Fed.Cir.1996) (quoting In re Wertheim, 541 R2d 257, 262 (Cust. & Pat.App.1976)) 
(emphasis added). Moreover, "In order to comply with the written description 
requirement, the specification "need not d escribe the claimed subject matter in exactly 
the same terms as used in the claims ; it must simply indicate to persons skilled in the 
art tnat as of the [filiogl date the applicant had inwumm wh at is now tMm*A .- Eiselstein 
v. Frank, 52 F.3d 1035, 1038, 34 USPQ2d 1467, 1470 (Fed.Cir.1995) (citing Vas-Cath, 
935 F.2d at 1562, 19 USPQ2d at 1115, and In re Wertheim, 541 F.2d 257, 265, 191 
U.S.P.Q. go, 98 (CCPA 1976)) (emphasis added), and "the Federal Circuit has 
concluded that one embodiment, which falls within a claimed range, does provide 
adequate written description in some Instances... See In re Wertheim, 541 F.2d 257 
(Cust. & Pat.App.1976); Bilstad v. Wakalopuios, 386 F.3d 1116 (Fed.Cir.2004)." 
Syngenta Seeds, Inc. v. Monsanto Co., 404 F.Supp.2d 594 (D.Del.,2005) (emphasis 
added). 

Table 3 provides numerous examples of polyurethanes having a viscosity within 
the range recited in amended independent Claims 1 and 10. Clearly, Applicants had 
possession of polyurethanes having the claimed shear viscosity at the time of the 
invention, and regardless of the description provided in the text of the specification, the 
data presented therein provides clear support for the claimed range. Accordingly, the 
viscosity range recited in amended independent Claims 1 and 10 is fully supported by 
the specification as filed, and the Examiner's rejection should be withdrawn. 

Double Patenting 

Claims 1-6 and 8-12 stand provisionally rejected under the judicially created 
doctrine of obviousness type double patenting over US Patent Application No. 
10/092,077 to Wamprecht et al. (hereinafter "Wamprecht"). 

Applicants submit that Wemprecht has been abandoned as indicated by the 
Notice of Abandonment mailed January 8, 2007 attached hereto as Appendix A. 
Accordingly, the Examiner's double patenting rejection is rendered moot. 
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Rejection under 3fi use 103 

Claims 1-6 and 8-12 stand rejected under 35 USC 103(a) as being unpatentable 
over U.S. Patent No. 4,079,028 to Emmons et a), (hereinafter "Emmons"). 

The Examiner alleges that the polyurethane thickeners of independent Claims 1 
and 10 are commensurate in scope with those of Emmons. Applicants respectfully 
disagree, and continue to assert that Emmons fails to teach or suggest a polyurethane 
of amended independent Claim 1 or a method for producing such a polyurethane as 
recited in independent Claim 1 0. 

First and foremost, Emmons fails to teach or suggest preparing polyurethane by 
first preparing a polyether polyol mixture "by reacting up to 50 mole % of a polyether 
polyol with at least one organic isocyanate" as recited in amended independent Claims 
1 and 10. As conceded by the Examiner. Emmons prepares polyurethane by simply 
reacting diisocyanate, polyether polyol, monoalcohol, and monoamine. The disclosure 
of Emmons at column 2, line 59 et seq., cited by the Examiner, simply describes various 
mixtures of components and fails to provide any direction as to the first step of amended 
independent claims 1 and 10. Preparing a mixture of polyether polyol by reacting 
polyether polyol with isocyanate before adding other components is simply not taught by 
Emmons nor does Emmons provide any suggestion to do so. Moreover, independent 
Claims 1 and 10 recite that the resulting polyurethane has a shear viscosity outside the 
range taught by Emmons, so Emmons could not have taught or suggested this 
limitation. Accordingly, Emmons fails to teach or suggest each and every limitation of 
amended independent Claims 1 and 10, and Emmons fails to render amended 
independent Claims 1 and 10 obvious. 

Additionally, because Emmons fails to teach or suggest preparing polyurethane 
by first reacting polyether polyol with isocyanate in the absence of other components, 
Emmons fails to provide motivation to do so. Furthermore, Emmons could not achieve 
polyurethanes having low shear viscosities greater than about 5100 mPa s and, 
therefore, fails to provide a reasonable expectation of achieving polyurethane having a 
low shear viscosity greater than 5800 mPa s as recited in amended independent claims 
1 and 10. Accordingly, Emmons fails to provide motivation to modify or a reasonable 
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expectation of success and fails to render amended independent Claims 1 and 10 
obvious. 

The Examiner contends that statistically such a reaction would occur when the 
components of the reaction of Emmons are mixed. Applicants respectfully disagree. 
Amended independent Claims 1 and 10 are directed to a method and polyurethanes 
made by the method wherein a polyether polyol with an organic isocyanate are reacted 
prior to the addition of other components. Applicants submit that reacting a polyether 
polyol with an organic isocyanate in the absence of other components will clearly result 
in a greater proportion of polyether polyol having an average functionality of & 4 than 
statistically could be produced in a reaction in which all of the components are mixed 
simultaneously regardless of the time the reaction is allowed to take place. Therefore, 
in the reaction of amended independent Claims 1 and 10, statistically a greater 
percentage of polyether polyol will have an average functionality of * 4 when other 
components are added than could possibly occur in the reaction of Emmons. 

The Examiner further contends that "it is not possible to distinguish the 
polyurethane of the instant claims and the polyurethanes of the prior arf . Applicants 
respectfully disagree. As exemplified in Table 3, the polyurethanes of amended 
independent Claim 1 and 10, as claimed, clearly exhibit improved low shear viscosity. 
More specifically, Emmons reports polyurethanes having at best a low shear viscosity of 
141 KU or about 5100 mPa s. In contrast, Applicants polyurethanes exhibit low shear 
viscosities of up to 28000 mPa s which is obviously outside any range reported by 
Emmons. These data clearly distinguish the polyurethanes of amended independent 
Claims 1 and 10 from those of Emmons, and provide clear evidence of the non- 
obviousness of Applicants claimed invention. 

Additionally, even assuming arguendo a prima facie case for obviousness can be 
made, this case for obvious is rebutted by the data provided in Table 3 which clearly 
shows that the low shear viscosities of the polyurethanes prepared as recited in 
amended independent Claims 1 and 10 exhibit surprising or unexpected results. As 
described above, the low shear viscosity of the polyurethanes of Emmons is at best 
about 5100 mPa s. Applicants consistently achieve polyurethanes having low shear 
viscosities better than 5800 mPa s which, based on the disclosure of Emmons, should 
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be considered surprising or unexpected results thereby rebutting the Examiner's case 
for obvious based on Emmons. 

Reconsideration of the Examiner's position regarding independent Claims 1 and 
10 and withdrawal of the outstanding rejections is respectfully requested in view of the 
amendments and remarks set forth herein. Claims 1 -6, 8, 9, 1 1 and 1 2 either directly or 
indirectly depend from and add further limitations to amended independent Claims 1 
and 10 and are respectfully deemed allowable for at least the same reasons in 
combination with amended independent Claims 1 and 10. 
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There being no other outstanding rejections, Applicants respectfully request that 
the pending claims be immediately passed to issue. Should the Examiner have any 
questions regarding the arguments set forth herein or feels that a telephone conference 
will advance prosecution, he is invited to initiate a phone conversation with the 
undersigned at his convenience. 

The USPTO is hereby authorized to charge any fees, including any fees for an 
extension of time or those under 37 C.F.R. 1 .16 or 1 .17, which may be required by this 
paper, and/or to credit any overpayments to Deposit Account No. 50-2527. 



LANXESS Corporation 
Law & Intellectual Property Department 
1 1 1 Rl DC Park West Drive 
Pittsburgh, Pennsylvania 1 5275-1 112 
(412) 809-2232 

FACSIMILE PHONE NUMBER: 

(412) 809-1054 

/Imr 

S:\Uaw Shared\SHARED\MAN4\PATENTa6799\6799 Amendment 4-20-2007 Fin.doc 



Respectfully submitted, 




Michael Miller 
Attorney For Applicants 
Reg. No. 50,732 



April 20, 2007 
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